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Domain Name May Defeat Company Name or Trademark Rights

On April 24, 2008, the German Federal Court of Justice rendered
a decision regarding an allegation of infringement of company
name rights by an earlier-registered third-party dornain name IZR
159/05-afilias.de).

The defendant registered the German domain name wyww.a&lias,
de on October 24, 2000, bur was not entitled 1o any company name
or trademark rights in “Afilias” at that time. It was not until May 27,
2003, that the defendant applied for a German trademark registra-
tion for AFILIAS. 'That registration issued on January 7, 2004,

The plaintiff, which has been listed in the Irish register of joint
stock companies as “Afilias Limired” since February 13, 2001, ex-
tended its business to Germany in May 2001. The plaintiff had ap-
plied for a Community trade mark (CTM) for AFILIAS on March
26, 2001, The CTM registration issued an April 14, 2002.

Thus, the defendant registered its domain name before plainciff
started doing business in Germany.

The plaintiff filed a motion requesting that the defendant be or-
dered to forbear from any further use and registration of the do-
main name www.afilias.de.

The German Federal Court of Justice held that the registration
of the domain name wwwafilias.de did not infringe the plaintiffs
rights in the company name Afilias nor any of the plaintiffs trade-
mark rights in that designation. Referring ro its prior jurisprudence,
the court confirmed that a domain name registration could infringe
rights both in a company name and in a trademark. The court noted
the following:

* the plaintiff had not permirted the defendant 1o register the
domain name, .
* the registration could cause confusion of the public; and

* the plaintiff was prevented from registeting and using the do-
main name for its own business in Germany.

Nevertheless, the court rejected the plaintiffs motion, basing its
ruling on the fact that the defendant registered its domain name
before the plaintiff first used the mark. Such an carlier registration
could not infringe junior rights to a name or rrademark rights un-
less the domain name was registered in bad faith, for example, if the
registrant had no intention of using the domain name itself and had
the sole purpose of offering the domain name for sale. The court
held that it was reasonable for prospective company name owners
to assess the availability of domain names in advance and—if neces-
sary—to choose an alternative, available company name with the
“.de” top-level domain.

"The decision reflects the significant development of the German
Federal Courr of Justice's jurisprudence on disputes between reg-
istrants of domain names without any name or trademark rights,
on the one hand, and company name or rrademark owners op, the
other. The German Federal Coutt of Justice’s prior decision (see
judgment of September 9, 2004, 1 ZR 65/02—mho.de) did not ex-
plicitly recognize that a domain name owner without any additional
rights in the name had any legitimate interest in the name. With
the Afilias decision, however, the court indicares that it will not find
infringement of a junior company name or trademark rights by an
earlier registered domain names unless there are additional circum-
stances, such as the bad-faith registration of the domain name,

New Judicial Precedents on Descriptive and Suggestive Trademarks

In November 2008, the Fourth Collegiate Circuit Court on Ad-
ministrative Matters issued two nonbinding precedents concerning
descriptive trademarks. Both precedents shed new light on the in-
terpretation of Article 90(IV) of the Mexican Industrial Property
Law, which provides that the following may not be registered as
marks:

[T]hree-dimensional names, figures or shapes which, when
their characteristics arc considered ss 2 whole, are descriptive
of the products or services to which they are intended to afford
trademark protection. The above shall include descriptive or
indicative words which, in trade, serve to identify the kind,
quality; quantity, composition, purpose, value or place of ori-
gin of the products or the time of their production.

The first judicial precedent deals with the characteristics of de-
scriptive trademarks and the reasons for denying them registrarion,
For the court, in applying Article 90(IV?, a mark will be descriptive
when it refers directly to the quality, characteristics or properties of
the product or service. Allowing a mark to be linked with the main
characteristics of a product or service would cause unfair competi-
tion, because it would permit misappropriation of a common fea-
ture, which by nature is not meant to be owned. 'The prohibition

against registering descriptive trademarks is based on two grounds:

1. The lack of distinctive character, because descriptive marks do
not denote the entreprencurial otigin of the product or service,

2. The need to keep frec the characteristics of products and ser-
vices, in order to permit all entrepreneuts to use these common
features in the marker.

This decision also establishes thar it is legal to apply the prohibi-
tlon to descriptive foreign-language words for trademarks, because
any average consumer might be able to link the foreign-language
word with the characteristic of the product or service.

The Fourth Court’s second judicial precedent establishes thar a
foreign-language word that evokes or suggests a characteristic of the
producr or service can now be registered. This is permitted because
evocation or suggestion requires a deductive process, namely the
use of imagination and intelligence to link the product or service
with the mark,
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