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The “Absolute
Novelty” Standard

One of the most important
amendments is the adoption of
the so-called “absolute novelty”
standard that is used interna-
tionally for granting an invention
patent, a utility model or a de-
sign.

Articles 22 and 23 of the previ-
ous version of the Chinese Pat-
ent Act require that patent ex-
aminers may not consider public
use evidence outside China
when processing patent applica-
tions. That is to say, the prod-
ucts of foreign companies are
not prejudicial as to novelty as
long as they are not publicly
used in China, even if the for-
eign companies have distributed
them throughout the world. This
regulation can expose foreign
companies to the risk of not be-
ing permitted to import their
products into China, if a Chinese
patent for the same product has
been granted to a Chinese
competitor.

According to Chinese legislature
the intent behind the raise of the
standards for granting a patent,
a utility model or a design is to
improve the quality of Chinese
patents, encourage domestic
innovation and stimulate the
spreading and application of
foreign technology in China.
This is a substantial progress in
Chinese patent law which cre-
ates advantages for the interna-
tional trade.

This absolute novelty require-

ment is, however, not retroactive.

Once the new revision comes
into force, there will be a diver-
sity of interpretations of novelty.
The Grant of a
Compulsory License

Another important change in-
volves the granting of a compul-
sory license. The amendment
outlines several situations where
a compulsory license for a pat-
ent may be granted by SIPO.
Article 48 (2) of the new version
allows the granting of a compul-
sory license when a patentee is
determined to be acting as a
monopoly. According to Articles
49 and 50 a compulsory license
may be granted in case of a
national emergency or for the
purpose of public health.

Furthermore, according to Arti-
cle 48 (1), anyone can file a re-
guest for the grant of a compul-
sory license at SIPO when a
patentee, without any legitimate
reasons, has not exploited the
patent or has not sufficiently
exploited the patent for three
years after the patent grant. In
this case the petitioner of the
compulsory license may provide
proof that he has made requests
for a license to the patentee on
reasonable conditions, but did
not receive a license within a
reasonable period of time (Arti-
cle 54).

In addition, the petitioner of the
compulsory license has to indi-
cate the reasons and facts for
his request in accordance with
the “Measures for Compulsory
License of Patent Implementa-
tion” issued by SIPO in 2003.
His request will be refused if the
patentee justifies his inaction by
legitimate reasons.

These clauses, providing for a
compulsory license in case of
failure to exploit or to sufficiently
exploit a patent, have been de-
veloped from the Paris Conven-
tion for the Protection of Indus-
trial Property. Article 5 A of this
Convention allows the member
states to grant compulsory li-
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censes to prevent the abuse of
patents which might result from,
“for example, failure to work”. In
this case the compulsory license
may not be applied for “before
the expiration of a period of four
years from the date of filing of
the patent application or three
years from the date of the grant
of the patent”. In many in-
stances, however, the patented
inventions are not actually being
reduced to practice at the time
of the patent grant or even
within three years after the pat-
ent grant. It is therefore doubtful
whether three years are a rea-
sonable period of time.

A critically important factor for
patentees is the meaning of “ex-
ploit”. Does it refer to “make, use,
offer to sell, sell or import” in
terms of Article 11 of the Patent
Act? Would research or a clinical
trial qualify as sufficient exploita-
tion of a granted patent? Would
the use of the patent outside of
China be considered? These
guestions hopefully will be an-
swered when China’s Supreme
Court releases its interpretation
of the new version of the Patent
Act this year.

Nevertheless, patent applicants
have to take this time-limited
threat of a compulsory license
into account. They may adjust
their strategy of patent applica-
tions accordingly.

It must be pointed out that, previ-
ously, China had administrative
rules, but not laws, covering the
compulsory license. This is the
first time the grant of compulsory
licenses is actually laid down in
written patent legislation. This
might indicate that the govern-
ment’s use of the new stipula-
tions to negotiate drug prices with
international pharmaceutical
companies is facilitated.
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